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DETAILED ACTION 
Election/Restrictions 
Applicant's election without traverse of claims 1-16 and 21-27 in the reply filed on 
3/08/06 is acknowledged. 

Claims 17-20 are withdrawn from further consideration pursuant to 37 CFR 1.142(b) as 
being drawn to a nonelected holder and organizer for endodontic files, there being no allowable 
generic or linking claim. 

Claim Rejections - 35 USC § 112 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter, which the applicant regards as his invention. 

Claims 3-5 and 10-12 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claim 3 recites the limitation "said opening" in line 2. There is insufficient antecedent 
basis for this limitation in the claim. 
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Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in a patent granted on an application for patent by another filed in the United 
States before the invention thereof by the applicant for patent, or on an international application by another who 
has fulfilled the requirements of paragraphs (1), (2), and (4) of section 371(c) of this title before the invention 
thereof by the applicant for patent. 

The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act of 1999 
(AIPA) and the Intellectual Property and High Technology Technical Amendments Act of 2002 
do not apply when the reference is a U.S. patent resulting directly or indirectly from an 
international application filed before November 29, 2000. Therefore, the prior art date of the 
reference is determined under 35 U.S.C. 102(e) prior to the amendment by the AIPA (pre- AIPA 
35 U.S.C. 102(e)). 

1) Claims 1,6, and 14-15 are rejected under 35 U.S.C. 102(e) as being anticipated by 

■ 

Manzoli (USPN 6,302,691). Manzoli discloses a self centering endodontic file (12) comprising: 
a shank (14); a tapered working portion (16) of said shank (14) terminating in a non cutting tip 
(the tip of the file is not configured to be self-tapping as best shown in Figure 1 its is only 
tapered to fit into the root canal of the tooth) at a distal end of said shank (14); a non-cutting 
governor collar (10) formed on said shank (14) adjacent to and distinct from said tapered 
working portion (16) of said shank (14), said collar (10) having a diameter at least as large as the 
largest diameter of said tapered working portion and, said governor collar (10) being adapted to 
contact an entrance wall of a root canal of a tooth in which said file is to be used in order to help 
stabilize said file. This also anticipates claim 14. Further to claim 14, the collar (10) acts as a 
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stop (see column 3, line 51) therefore, when the endodontic file (12) is within a root canal it is 
inherently in contact with the sides of the opening of the root canal and remains in contact with 
the sides even when rotating the endodontic file (12). As to claim 6, the collar (10) as shown in 
Figure 1 has a circular cross section. Regarding claim 15, the non-cutting tip of the endodontic 
file (12) also remains in contact with the side wall of the root canal during cutting . It is inherent 
that an endodontic file must be placed along the sidewall of the root canal during use in order to 
file the sides of the root canal. 

2) Claim 21 is rejected under 35 U.S.C. 102(e) as being anticipated by Riitano et al 
(USPN 6,746,245). Riitano et al disclose a set of endodontic files for treating and cleaning root 
canals of a tooth comprising: a set of three files (see Figure 16 A), a first orifice enlarging file 
(200a) of said set of three files initially enlarging the root canal orifice of a root canal, a second 
cleaning file (200b) of said set of three files cleaning the interior of a root canal to a pre- 
determined working length of the root canal and, a third shaping and finishing file (200c) of said 
set of three files applying a shaping and finishing to the root canal to said pre-determined 
working length. 



Application/Control Number: 10/667,693 Page 5 

Art Unit: 3732 

Claim Rejections - 35 USC §103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

1) Claims 2-3 are rejected under 35 U.S.C. 103(a) as being unpatentable over Manzoli. 
Manzoli discloses the claimed invention except for the length of the collar being in the range of 1 
to 2 mm. It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to make the collar having a length within any range sized to be used in a 
patient's mouth, since it has been held that where the general conditions of a claim are disclosed 
in the prior art, discovering the optimum or workable ranges involves only routine skill in the art. 
In re Aller, 105 USPQ 233. As to claim 3, the collar (10) is adapted to or capable of contacting 
the wall of the of the opening of the root canal. 

2) Claims 4-5,7-8, 10-1 1 and 16 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Manzoli in view of Johnson (USPN 4,894,01 1). As to claims 4 and 7 Manzoli 
discloses the claimed invention except for the shank having a reduced collar on a side of the 
collar away form the working portion of the shank. Johnson teaches a reduced diameter on a 
side of the collar (24). The reduced diameter is created by the tapered portion of collar (24), as 
best seen in Figure 2. Further to claim 16, collar (24) has a receptacle (24 A) behind it. The 
portion of the claim that recites "to receive debris" is a recitation of intended use. A recitation of 
the intended use of the claimed invention must result in a structural difference between the 
claimed invention and the prior art in order to patentably distinguish the claimed invention from 
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the prior art. If the prior art structure is capable of performing the intended use, then it meets the 
claim. It would have been an obvious matter of design choice to provide a reduced diameter on 
the side of the collar, since such a modification would have involved a mere change in the size of 
a component. A change in size is generally recognized as being within the level of ordinary skill 
in the art. In re Rose, 105 USPQ 237 (CCPA 1955). 

Regarding claims 5,8, and 10-11, Manzoli teaches the diameter of collar (10) is greater 
than the largest diameter (as measured from the center of the file to the sides of the working 
portion) of the working portion (16). This also reads on claim 10. Also to claim 8, the collar 
(10) has an axis parallel to an axis of the file (12), this axis being the axis extending from the top 
of the handle of the file (12) to the bottom of the non-cutting tip. Finally to claim 1 1 , the collar 
(10) is cylindrical. 

3) Claim 13 is rejected under 35 U.S.C. 103(a) as being unpatentable over Manzoli in 
view of Senia (USPN 4,850,867). Manzoli discloses the claimed invention except for the file 
including an axially extending facet. Senia teaches facet (18) as shown in Figure 3. It would 
have been obvious to one having ordinary skill in the art at the time the invention was made to 
incorporate the facet as taught by Senia into the endodontic file disclosed by Manzoli in order to 
provide a means for debris to be removed from the collection region while the file is being used. 

4) Claims 9 and 12 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Manzoli in view of Johnson as applied to claim 7 above, and further in view of Riitano et al 
(USPN 6,746,245). Manzoli and Johnson teach the claimed invention except for the collar being 
tilted. Riitano et al teaches an endodontic file (134a) with a tilted collar (140) as best seen in 
Figures 14A and 14B. It would have been obvious to one having ordinary skill in the art at the 
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time the invention was made to incorporate a tilted collar as taught by Riitano et al in order to 
allow for use of the endodontic file as taught by Manzoli and Johnson at an angle within the root 
canal for easier filing of the side walls. 

5) Claims 22-23 are rejected under 35 U.S.C. 103(a) as being unpatentable over Riitano 
et al in view of McSpadden (USPN 6,293,794). Riitano et al disclose the claimed invention 
except for the endodontic file having indicia provided on the top proximal surface of each file. 
McSpadden teaches an endodontic file set wherein each of the files has indicia (32) on the top 
proximal surface. It would have been obvious to one having ordinary skill in the art at the time 
the invention was made to incorporate indicia as taught by McSpadden onto the surface of the 
file disclosed by Riitano et al in order to provide a means for identifying each file and 
distinguishing between the different files during use. 

6) Claims 24-26 are rejected under 35 U.S.C. 103(a) as being unpatentable over Riitano 
et al. Riitano et al disclose the claimed invention except for each of the three endodontic files 
having a predetermined taper of specified lengths and the length of the active cutting regions 
within the specified ranges. It would have been obvious to one having ordinary skill in the art at 
the time the invention was made to make the predetermined taper any value since it has been 
held that discovering an optimum value of a result effective variable involves only routine skill 
in the art. In re Boesch, 617 F.2d 272, 205 USPQ 215 (CCPA 1980). Further, it would have 
been obvious to one having ordinary skill in the art at the time the invention was made to make 
the length of the active cutting regions within any ranges, since it has been held that where the 
general conditions of a claim are disclosed in the prior art, discovering the optimum or workable 
ranges involves only routine skill in the art. In re Aller, 105 USPQ 233. 
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Allowable Subject Matter 



Claim 27 is objected to as being dependent upon a rejected base claim, but would be 
allowable if rewritten in independent form including all of the limitations of the base claim and 
any intervening claims. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Candice C. Stokes whose telephone number is (571) 272-4714. 
The examiner can normally be reached on 8:00am - 4:30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Patricia Bianco can be reached on (571) 272-4940. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



Conclusion 




Candice C. Stokes 



PATRICIA BIANCO 
PRIMARY EXAMINER 




